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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claim 1-6 and 16-21 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1-3, 5-7 and 9-14 of copending Application No. 
10/792,012. This is a provisional double patenting rejection since the conflicting claims 
have not in fact been patented. 



Claim 7-15 and 22-30 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1 -1 8 of copending Application No. 1 0/791 ,915. . 
This is a provisional double patenting rejection since the conflicting claims have not in 
fact been patented. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
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and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-30 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims of U.S. Patent Nos. 6,740,309; 
6,759,029; 6,743,415; 6,805,854. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the examined claims are either 
anticipated by, or would have been obvious over, the reference claims. Here claims 1- 
30 are generic to all that is recited in claims of U.S. Patent Nos. 6,740,309; 6,759,029; 
6,743,415; 6,805,854. That is, claims of U.S. Patent Nos. 6,740,309; 6,759,029; 
6,743,415; 6,805,854 fall entirely within the scope of claims 1-30, or in other words, 
claims 1-30 are anticipated by claims of U.S. Patent Nos. 6,740,309; 6,759,029; 
6,743,415; 6,805,854. Specifically, the compositions and method of producing anti- 
migraine agents such as rizatriptan, zolmitriptan, naratriptan and frovatriptan recited in 
instant claims 1-15 are anticipated by the composition for delivery and method of 
producing them as recited in claims of U.S. Patent Nos. 6,740,309; 6,759,029; 
6,743,415; 6,805,854. The rate of particle formation as recited in claims of the instant 
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application are disclosed in the specification of U.S. Patent Nos. 6,740,309; 6,759,029; 
6,743,415; 6,805,854. 

Claims 1-30 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims of copending 
Application Nos. 10/768,220; 10/735,198; 10/735,496; 10/792,239; 10/792,096. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the examined claims are either anticipated by, or would have been 
obvious over, the reference claims. Here claims 1-18 are generic to all that is recited in 
claims of copending Application Nos. 10/768,220; 10/735,198; 10/735,496; 10/792,239; 
10/792,096. That is, claims of copending Application Nos. 10/768,220; 10/735,198; 
10/735,496; 10/792,239; 10/792,096 fall entirely within the scope of claims 1-18, or in 
other words, claims 1-1 8 are anticipated by claims of copending Application Nos. 
10/768,220; 10/735,198; 10/735,496; 10/792,239; 10/792,096. Specifically, the 
compositions and method of producing anti- migraine agents such as rizatriptan, 
zolmitriptan, naratriptan and frovatriptan recited in instant claims 1-30 are anticipated by 
the method of administering an antimigraine and the kit comprising the composition and 
a device of copending Application Nos. 10/768,220; 10/735,198; 10/735,496; 
10/792,239; 10/792,096. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mina Haghighatian whose telephone number is 571- 
272-0615. The examiner can normally be reached on core office hours. 



supervisor, Gary L. Kunz can be reached on 571-272-0887. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct;uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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